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Office Action Summary 



□ Responsive to communication(s) filed on 



Application No. 
08/871,004 



Applicant(s) 



Neumann 



Examiner 



Jack Lavinder 



Group Art Unit 
3616 




□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire 



month(s), or thirty days, whichever 



is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim(s) 1-13 



Of the above, claim(s) 11-13 



□ Claim(s) 



_ is/are pending in the application, 
is/are withdrawn from consideration. 



is/are allowed. 



K Claim(s) 1-10 

□ Claim(s) 

□ Claims 



is/are rejected, 
is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

Kl See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Qpproved 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 



disapproved. 



Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All LlSome* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

Kl Notice of References Cited, PTO-892 

Kl Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

Kl Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Office Action Summary 



Part of Paper No. 
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Election/Restriction 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-10, drawn to a method of exterminating insects, classified in class 43, 
subclass 124. 

II. Claims 11-13, drawn to an aqueous solution containing capsicum, classified in 
class 424. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as product and process of use. The inventions can be shown to be 
distinct if either or both of the following can be shown: (1) the process for using the product as 
claimed can be practiced with another materially different product or (2) the product as claimed 
can be used in a materially different process of using that product (MPEP § 806.05(h)). In the 
instant case, the process of using the product can be practiced with another materially different 
product such as liquid nitrogen. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 
proper. 
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5. During a telephone conversation with Mr. Shahani on 2-26-98 a provisional election was 
made with traverse to prosecute the invention of group I, claims 1-10. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 1 1-13 are withdrawn 
from further consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

7. Claims 1-10 are rejected under 35 U.S.C. 101 because the claimed invention is not 
supported by either a credible asserted utility or a well established utility. 

The claims are directed to a method of exterminating insects by directing a killing solution 

comprising an aqueous formulation containing capsicum into infested areas of the structure and 

contacting the insects. The well established utility of using capsicum in treating an infested area is 

that the capsicum repels insects and creates a synergistic affect when used with an existing 

insecticide. The patent to Hainrihar, 5,525,597, in column 1, lines 39-47, states 

"The following Examples show that capsaicinoids are not toxic to insects, when 
used alone, and the observations of the inventors in this regard is similar to the 
known effect of capsaicinoids on humans..." 



? * 
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Therefore, the prior art has established that the use of capsaicinoids, which encompasses 
capsicum, is nontoxic to insects. Thus, the applicant's claim that their invention of 
exterminating/killing insects with an aqueous solution containing capsicum is not credible unless 
the applicant can supply some form of evidence which disputes the assertion set out in the prior 
art. 

Claims 1-10 are also rejected under 35 U.S.C. 1 12, first paragraph. Specifically, since the 
claimed invention is not supported by either a credible asserted utility or a well established utility 
for the reasons set forth above, one skilled in the art clearly would not know how to use the 
claimed invention. 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jack Lavinder whose telephone number is (703) 308-3421 . The examiner 
can normally be reached on Monday-Friday from 7:30 to 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Michael Carone, can be reached on (703) 306-4198. The fax phone number for this Group is 
(703) 305-7687 or (703)-305-7684. 

Communications via Internet e-mail regarding this application, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be used by the applicant and should be 

addressed to [jack.lavinder@uspto.gov]. 

All Internet e-mail communications will be made of record 
in the application file. PTO employees do not engage in Internet 
communications where there exists a possibility that sensitive 
information could be identified or exchanged unless the record 
includes a properly signed express waiver of the confidentiality 
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requirements of 35 U.S.C. 122. This is more clearly set forth in 
the Interim Internet Usage Policy published in the Official 
Gazette of the Patent and Trademark on February 25, 1997 at 1195 
OG 89. 

In order to reduce pendency and avoid potential delays, Group 3600 is encouraging 
FAXing of responses to Office Actions directly into the Group at (703) 305-7687 or (703)-305- 
7684. This practice may be used for filing papers not requiring a fee. It may also be used for filing 
papers which require a fee by applicants who authorize charges to a PTO deposit account. Please 
identify the examiner and art unit at the top of your cover sheet. Papers submitted via FAX into 
group 3600 will be promptly forwarded to the examiner. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-1 113. 




February 27, 1998 



